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REMARKS 

By the present amendment, new claim 28 has l^een added. 

Support for new claim 28 is found in the original application, in particular chiims 1 , 2 and Ji 

ClaiTTi? J'-n, 12'-20aiid22''28aTcpcndingmdicpres€iuapplicAtk^^^^ Clnims MO, 1.3-20, 
22''2,5 and 27^25 arc directed to a plane light source and claims 1 i and 26 are directed to a liqaid- 
crystal display device. 

A? a preliminary, Applicants and Applicants* representative thank the Examiner at\d his 
Supervisor for the Personal Interview which was held on May 7, 2003. 

New claim 28 corresponds to claim 6 rewritten in independent form by incorporating 
therein the subject matter of claims 1 and 2. It is submitted that new claim 28 is immediately 
allowable, as acknowledged in the Interview Summary. 

Next, Applicants again traverse the rejections of claims 1-4, 9-12, 14-16 and 22^26 under 
35 U.S,C. 103(a) as obvious over US 5835661 (Tai), and of claims 5-8 and 1 7-20 under 35 U.S.C 
103(a) AS obvious over Tai in view of US 5727107 (Umemoto), as set forth in the Office Action 
dated September 27, 2002, 

In particular, Applicants traverse the assertion made in the Interview Summary that present 
claim 1 reads on l ai (^'it reads the present invention a$ claimed in claim 1-11"), Applicants submtt 
thai Tai clearly does not havt;, and dues nuL cvt;u suyycsL, a liiieai liMhi pipe liaving a refractive 
index higher than that of said plane light pipe^ as recited in present cWtm 1 . \ 
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Reference is made to the decision Schering Corp. v. Geneva Pbinnaceurif als Tn<; (H N.J. 
2002) reported at 64 USPQ2d (BNA) 1032, which was mentioned by Examiner's Supervisor has 
supporting the assertion that the disclosure in Tai was sufficient to inherently anticipate the 
recitation "having a refractive index higher than that of said plane light pipe" in present claim 1 . 

It is submitted that the Schering decision does not stnnd for such a proposition, but rather, 
supports a finding of no inherent anticipation in the present case. The invention at issue in 
Scherinir , a chemical, compound, was held inherently anticipated by a metabolic process of 
production of the compound in the hady, which was unknown <it the time of the inveiuion, but 
wliirh was discovered and documented later. Thus, Scherinu dealt with an unknown but 
necessarily occurring natural phenomenon. Sec Schering at 1038 ("In the present matter, there 
is no genuine issue that the consumption of loratadine by humans, with a variety of health statuses, 
necessarily results in the i:iatural production in the human body of the DCL metabolite") (empha.sis 
added). 

Indeed, Schering reaffirms the conventional test on inl\erency established by the Federal 
^i^cuit in Continental Can Co. US A v. Monsanrc^ Cn. . 20 USPQ2d 1746 (Fed. Cir. 1991): 
"Inherency, however, may not be established by probabilities or possiblitics. The mere fact that 
a certain thing may result from a given set of circumstances is not stifficicnt." Sec Schering at 
1039. See also the Manual of Patent Examining Procedure (MPEP): "TIic fact that a certain result 
or characteristic niai "ccur or be present m the prior art is not sufficient to establish the inherency 
of that result or characteristic," MPCr §21 1 2, »nd the decisions ciccd ihciein. 
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In the present ctise, in contrast to the fact situation in ScherinL^ there is no differciicc in 
refractive indices between the linear and planar light pipes that would **nece^isarily re.su It** from the 
structure disclosed in Tai. Therefore, the inherency test of ContinLMir;^ C;\n . ^is i^ppMcd to the 
present facts in the same way as the Schering court, clearly leads to :-i findin^j that T^ii docs tiot 
inherently anticipate a iiiiear light pipe having a higher refractive index than the planar 1 inht pipe, 
as recited in present claim 1 . 

Spccificcilly, Tai discluscis the folluwiiig; 

• /The microprismf; 72 ain be constructed of any GuittiWe trtmi.; parent iticncriat such as glass, 
acrylic or polycarbonate having the same or approximately the same index (^f rcfracrion as 
the second beam expanding light pipe 70" (Tai at coL 13, lines 38-41 ) 

• '*The adhesive 71 is made of a material that has a lower index of refraction than the first 
and second beam expanding light pipes 14* :ind 70'" (Tai at col. 14, lines 9-12) 

"In one embodiment, the adhesive 71 is made of an aery lie -based matcrifil having an index 
of refraction of 1 455 and the first and second beam expanding liyht pipes 14' and 70' are 
made of a material having an index of refraction of 1 .49" (Tai col. 14, lines 16-20) 
The first statement refers to the refractive index of microprisms 72 on the surface of the 
planar light pipe 70 (see Fig. 6 of Tai). The second statement refers to the refractive index of an 
adhesive 71 between the linear light pipe 14' and the planar light pipe 70' (sec hig. 7 oflai), ihc 
third statement explicitly reaches rhac rhc refractive index of the linear lighr pipe 14 is the same 
as the refractive index of the planar light pipe 70- Thus, the disclorTure of Tai does not "[lecessarily 
result" in 3 linear light prpft having a higher refracrivp index th>in the planar lif;hr pipe. On rhe 
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contrary, there is absolutely no suggestion or motivation in Tai to provicJe lincnir and planar li;?ht 
pipes having different refractive indices* 

Even if, art^iiendc^, a person of the art had been motivated to use "the same or approximately 
the same index of refraction" for the linear and planar light pipes (ahhou^^h this features is taught 
in Tai for the microprisms 72 on the surface of the second beam expanding light pipe 70, not for 
the linear nnj planar light pipes)> thli? would not "necessarily result^' in the linear li*Tht pipe having 
a higher refractive index than the planar light pipe, as required for inherency, in the absence of any 
olhei indicaLion in Tai as to how to obtaii-i ^^approximately the same" rdVacLi vc indices, Tlieiefi>ie, 
the present claims are not anticipated by Tai, and not obvious from Tai taken alone or in i4ny 
combination with Umemoto* which fails to remedy the deficiencies' of Tai. 

hi view of the above, it is submitted that the rejections should be withdrawn. 

In the event there is, in the Examiner's opinion, any outstanding issue, the Examiner is 
respectfully requested to contact the undersigned attorney at the tcIephcMie number lis^ted below. 
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In the event this paper is not considered to be timely filed, the Applic;4nts hereby petition 
for iin appropriate extension of the response period. Please chrtrt^^e the fee for .such extension and 
any other fees which may be required to our Deposit Accc>unt No. 01 -2340, 



Atty. Docket Mo. 07.0'530 

Suite 1000 

1725 K Street. N.W. 

Washington, D,C- 20006 

Tel: (202)659-2930 

Fax: (202)887-0357 

NESrrcp 



Respectfully submitted, 



ARMSTRONG, WESTERM AN & HATTORI, LLP 




Nicolas E- Seckel 
Attorney for Applicanis". 

Reg. No! 44,373 
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